The opinion in support of the decision being
entered today was not witten for publication
in alaw journal and is not binding precedent
of the Board.
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ON BRI EF

Before KIMI N, WARREN and TIMM Adninistrative Patent Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
13, 16 and 20. dains 17-19 and 21, the other clains
remaining in the present application, have been allowed by the
examiner. Claim1lis illustrative:

1. Anink for ink jet printing, conprising
subm cron-si zed particles in a liquid vehicle, said particles
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conprising a colorant dispersed in an enul sifiable polyner
resin, wherein said ink has a surface tension of from about 20
to about 70 dynes/cmand a viscosity of fromabout 0.7 to
about 15 cP at 25EC.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Dexter et al. (Dexter) 4,074, 284 Feb. 14, 1978
Kyser et al. (Kyser) 4,183,031 Jan. 8, 1980
Nealy et al. (Nealy) 4, 855, 344 Aug. 8, 1989
Sacripante et al. 6, 025, 412 Feb. 15, 2000

(Sacri pante) (filed Sep. 29, 1985)

Kenneth R Barton, "Sulfopolyesters: New Resins for Water-
Based I nks, Overprint Lacquers, and Primers,"” American |nk
Maker 70-72 (Qct. 1993)

Appel lants' clainmed invention is directed to an ink for
an ink jet printing process. The ink conprises col ored
particles dispersed in an enul sifiable polynmer resin. Al so,
the ink has the recited surface tension and viscosity.

Appel l ants submt the followi ng two groups of clains at
page 4 of the principal brief: (1) clains 1-13 and 16; and
(I'1) claim20. Accordingly, clains 2-13 and 16 stand or fall
together with claiml.

Appeal ed clains 1-13, 15, 16 and 20 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Nealy. ddains 1-7,
10, 12 and 20 stand rejected under 35 U . S.C. §8 103 as being

unpat ent abl e over Barton. In addition, clains 1-13, 16 and 20
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stand rejected under 35 U.S.C. 8 103 as bei ng unpatentabl e
over Nealy in view of Kyser or Dexter.?

We have thoroughly reviewed each of appellants' argunents
for patentability. However, we concur with the exam ner that

the clai ned subject matter woul d have been prima facie obvious

to one of ordinary skill in the art within the nmeaning of §
103 in view of the applied prior art. Accordingly, we wll
sustain the exam ner's rejections.

There is no dispute that both Nealy and Barton di scl ose
inks for various printing processes conprising the presently
claimed particles conprising a colorant dispersed in an
enul sifiable polymer resin which are dispersed in a liquid
vehicle. It is appellants' position that neither Nealy nor
Barton di scl oses inks having a surface tension and viscosity
within the clained ranges. However, inasnmuch as Nealy and
Barton disclose that the inks can be used in a wide variety of
printing processes, we find that it would have been prinma

faci e obvious for one of ordinary skill in the art to resort

1 Since the rejection of the appeal ed clains over Nealy,
al one, is subsuned by the rejection of the appeal ed clains
over Nealy in view of Kyser or Dexter, we will focus upon the
rejection over Nealy in view of Kyser or Dexter.
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to nothing nore than routine experinentation to determne the
surface tension and viscosity for the ink that is suitable for

ink jet printing. 1n re Aller, 220 F.2d 454, 456, 105 USPQ

233, 235 (CCPA 1955). While appellants stress that Nealy and
Barton do not teach or suggest the clained surface tension and
viscosity for the disclosed inks, appellants have not
expl ai ned why one of ordinary skill in the art would not have
found it obvious to nodify the inks of Nealy and Barton with
respect to surface tension and viscosity to nmake them anenabl e
for ink jet printing. Furthernore, as pointed out by the

exam ner, Kyser and Dexter disclose that typical paraneters
for ink jet printing inks are a viscosity of 6 cP and a
surface tension of 50 dyne/cm which values fall directly
within the clained ranges. Accordingly, since values for
viscosity and surface tension within the clainmed ranges are
described as typical for ink jet printing inks, we agree with

the exam ner that it would have been prima facie obvious for

one of ordinary skill in the art to formul ate the inks of
Neal y and Barton in accordance with such viscosities and
surface tension. Wile appellants maintain that "the

secondary references of Kyser and Dexter are directed to
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different ink jet inks" (sentence bridging pages 4 and 5 of
Reply Brief), appellants fail to explain just what, in fact,
are the differences between the inks of Nealy and Barton and
the inks which one of ordinary skill in the art would
typically enploy in the ink jet processes of Kyser and Dexter.
Appel I ants have offered no convincing reasoni ng or objective
evi dence which details why it would have been unobvi ous for
one of ordinary skill in the art to enploy the inks of Nealy
and Barton, with appropriate nodifications, in an ink jet
printing process.

One final point remains. U S Patent No. 6,025,412
claims an ink jet for ink jet printing having the presently
clai med surface tension and viscosity and conprises col ored
particles dispersed in a liquid vehicle wherein the col ored
particles conprise a dye chemcally bonded to an emul sifiable
pol ymer resin. Accordingly, this application is renanded to
the exam ner to consider a double patenting rejection of
allowed clains 17-19 and 21 over the clains of U S. Patent No.
6, 025,412. Further-nore, in the event of further prosecution
of the subject matter at bar, the exam ner shoul d consider

such doubl e patenting rejections over the appeal ed cl ai ns.
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I n concl usi on, based on the foregoing, the exam ner's
decision rejecting the appealed clains is affirned. Also, the
application is remanded to the exam ner for the reasons set
forth above.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

This application, by virtue of its "special" status,
requires imedi ate action by the exam ner. See the Manual of
Pat ent Exami ning Procedure, 8 708.01(D) (7th ed., Rev. 1,

Feb. 2000). It is inportant that the Board of Patent Appeals
and Interferences be infornmed pronptly of any action affecting
the appeal in this case.

AFFI RVED AND RENMANDED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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CATHERI NE TI WM
Adm ni strative Patent Judge )
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